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submitted by the Chairman of Working Party 1
for the nrqft of a Convention establishinr: a T.;uropeanSystem for the Grant of

Patents

Proposals for Articles 66, 68, 69,. 77-81 and 85 of the Second Prelim:i.nar'yDraft
and for new Articles 76a, 76b and 160a

compared synoptically with

_ the Second Preliminary Draft of a Convention establishing a European System for
the Grant of Patents (published in 1971)

_ the Patent Co-operation Treaty (PCT)
_ the Regulations under the PCT.
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KEY

indicates the Second Preliminary Draft of
a Convention establishing a European System
for the Grant of Patents (published in 1971).

indicates the Patent Co-operation Treaty (PCT),
signed in Washington on 19 June 1970.

indicates the Regulations under the Patent
Co-operation Treaty, signed in Washington on
19 .Tune 1970.

indicates the First Preliminary Draft of the
Implementing Regulations to the Convention
establishing a European System for the Grant
of Patents (published in 1971).

sie;nifies the European Patent Office.

indicates the Institut International des
Brevets (International Patent Institute).





+ on the right-hand page

under the text on the left-hand
page

under the text on the rjght-ha.nd
page

II

indicates that the text on the left-hand
page is adopted without amendment.

indicates that the text thus underlined has
"beendeleted on the right-hand page.

indicates that the text thus underlined is
new, in relation to the Second Preliminary
Draft. Oompletely new paragraphs are not,
however, underlined.
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Introductory Note

1. In their observations on the First Preliminary Draft of a Convention establishing a
T~uropean 3ystem for the Grant of Patents, the non-governmental interr.ational
organisations made proposals for amending Articles 66, 77 to 80, 122 and 137, the
particular purpose of which is the rationalisation of the procedure from the filing
of the application to the issue of the report on the state of the art known as

(lithepackage").

Working Party I examined these proposals at its meetin~ held from 26 to 28 January 1971
and recommended that the Inter-Governmental Conference should either reject or remit
to Working Party I for further examination those proposals which had not already been
taken into account in the Second Preliminary Draft (see minutes of meeting in BR/94/71
of 6 April 1971, points 77 and AO, and recommendations by Working Party I in BR/100/71
of 24 March 1971). The Inter-Governmental Conference adopted the recommendations at
its 4th MReting, held from 20 to 28 April 1971 (see minutes of the Meeting in BR/125/71
of 7 July 197

1
, point 12, and note to Article 66 of the Second Preliminary Draft).

According to the prog;ramme of work for Working Party I this mandate is to be executed
at its gth meeting, to be held from 11 to 22 October 1971 (see minutes of meeting in

BR/q4/7~, point 83).

BH/G'r 1//116e/71 ley/KM/prk_ -_.
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2. As the delegations to Working Party I have not, to date, submitted proposals for
dealing with the "package", the Chairman himself has drawn up proposals in preparation
for the 9th meeting. This working document contains his proposals for amending
Articles 66, 68, 69, 77 to 81 and 85 of the Second Preliminary Draft, and for new
Articles 76a, 76b and 160B.

The proposals take into account the proposals from the non-governmental international
organisations mentioned in 1. above in so far as they provide

(a) that the sear~h fee should be paid with the filing fee;

(b) that the report on t~~ stat.eof the art should be drawn up without examination for
obvious deficiAncies Hnd t.heInternational Patent Institute should take a
preliminary decision as to the nnity of the invention;

(c) that the International. Patent Tnstitllte should transmit th~ report on the state
of the art to the Eurcmean Patent Office and the apDlicBnt simultaneously;

(d) that the search report drawn up pursuant to Article 18.of tl1ePCT should replace
the report on the state of the art only when equivalent content.is guaranteed.

BR/GT 1/116 e/71 ley/KM/prk
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3. In his proposals the ChAirman has tried to comply with the desi-re expressed by
the interested circles for ~~ acceleration a~d rationalis~tion of the procedtlre up
to the publication of the Buroflean Flpplicat.ioYl.;he bas tried to do so firstly by
dispfmsing witb the examination for obvious deficiencies, and secondly by assigning
Rdditional tasks to the International Patent Institute.

TIle elimination of the examination for obvious deficiencies is proposed because it
is pointless unless it is cerried out befor~ the search, yet such a pre-~xamination
presents an obstacle to the acceleration.of the procedure. Another reason in favour
of eliminating the examinetton for obvious deficiencies is that such pre-examination
is alis~ to the Net~ArlRnds patent procedllre, without this having caused difficulties.
It is true thqt t1:~enew Germtm pat(.mt.law includes pre-examination of this nature -
it took the idea from the 1962 Drpft. Gonvention relatinr:rto a "Suropean Patent Law .-,
but e~{"reri(.>nc;ptn dete of this type of examination does not uncondit.ion8,11y advocate
its introduction into the European system for the following reasons.

In 1970 the German P;:Jterti Cff; (~e objected to2 .6% of the natent applications filed
dllring the year in the course of examination for obvious deficiencies. On the basis
of these ob,jections ?25'~:: of the applications to which objections were made, i.e. 0.14%
of all patent apnlicntions filed, were rejected. The most frequent objection was
occasioned by obvious Inck of unity in the sllbject-matter of the application. This
B:'f'ount.er'l-ftr Lj.1.'7'?-(.. of the cases. If it is assumed that such fi.gures are also to be
expected in the c::uropen.nsystem for the grant of patents and if, in accordance with
the proposed :procedure, the Tnternational Patent Insti tute is to mFl.kethe pre] iminary
decision RS to l}ni~~, in less than 1% only of the applications would the examination



,~

for obvious deficiencies lead to the rejectio~ of the application. In view of the
importa~;,:,elikely to he attR.cbed to a T'~uropeanpatent and the car~ '~litb which
apnlications will probably ~e filed, the percentage will certaj,nly be no higher.
The Ghairmnn is therAforA of the opinion that the examination for obvious deficiencies
mf:'l~T be dispensed with in the interests of the ration8lisation and acceleration of
the procedure.

In,tbis connection further tasks would be assigned to the Internati0nal Patent
Institute in order to avoid the use of technical examiners in proceedings up to the
publicn.tion of the European application.

The International Patent Institute is to classify the application provisionally and
make a preliminary decision as to the unity of the application, dealing directly with
the applicant. This transfer of duties would moreover result in the International
Patent Institute assllming the same rale in the European system for the grant of patents
as it already plays as an Internntional Searching Authority in the peT procedure.

4. The Chairman's proposals wouln hring ::lboutthe following changes in the procedure
up to the publication of the an'pli~ation:

(i) The present fee for obtainirig the report on the state of the art would be
" 'combined with the f;lin~ fee.

(ii) The F.uropean Patent Office would send the International Patent Institute a set
of the application documents for the purpose of drawing up the report on the
state of the art as soon as the date of filing has been established, the fees
for filing and obtaining the report on the state?f the art have been paid,

•.
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the abstr?ct has been suhmitted and, in the case referred to in Article 34,
paragraph 2, the translation of the patent ~pplication has been filed.

(iii) The InternationRl Patent Institute would draw up the report on the state of the
art or establish in a declaration that significant ehquiries into the state of the
art cannot be made. itt the same time as it draws up the report on the state of
the art, the InternationAl Patent Institute would provisionally classify the European
patent application and specjfy the final content of the abstract.

(iv) Should the International Patent Institute consider that the application lacks unity,
it would draw up a report on the state of the art in respect of those parts of the
application relating to the invention first referred to in the claims, and a further
report or reports in respect of the other parts, provided that the applicant has
pAid the fees required for this purpose to the European Patent Office.

(v) The International Patent Insti~ute would, within the time limit specified in the
Implementing Ree;uln.tions, send the :Suropean Patent Office and the applicant the report
on the state of the art or the declaration that significant inquiries on the state
of the art cannot be made, and 'the final content of the abstract.

(vi) While the International Patent Institute i.s examining the report on the state of
the art, the European Patent Office would be examining the application for formal

BH/GT1/116 e/71 le3T!Y.M/prk-
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deficiencies. If the apolication were to be discontinued after the documents
have been sent to the International Patent Institute, the European Patent Office
would notify the International Patent Institute of the fact.

(vii) There would be no examination for obvious deficiencies.

5. This working document does not take into account the proposals of the non-governmental
international organisations to the effect that the International Pate:p.tInstitute
should be assigned tasks requiring acts of sovereignty, nor those to the effect that
the departments of the European Patent Office that examine for novelty should be
combined for organisational purposes with those of the International Patent Institute
that draw up the report on the state of the art.

Apart from the fact that it was consi.dered unnecessary to adopt these proposals for
the purpose of rationalising the Europe~n system for the grant of patents, the proposals
may well meet with difficulties because the International Patent Institute is supported.
by some only of the Contracting States to the First Convention, and the Hague Agreement
concerning the establishment of an International Patents Bureau serves purposes
different from those served by the First Convention. ~ilOreover,the opinions on this
question requested by the Inter-Governmental Conference from the delegations of the
Contractin~ States which are also parties to the Hague Agreement should be awaited
(see minutes of meeting in BR/125/71 of 7 July 1971, point 46).

BR/GT I/116e/71 ley/KU/prk



6. In connection with the Articles covered in this working document, Article 137 is
also to be re-examined, as stated in the note to Article 66.

The Chairman of Working Party I has not made a proposal for this Article because
the Netherlands delegation has already submitted a proposal (see BR/GT 1/104/71 of
15 January 1971), which Working Party I has decided to deal with in connection with
the proposals from the non-governmental international organisations (see minutes of
meeting in BR/94/71 of 6 April 1971, point046).



Second Preliminary Draft

Article 66
Requirements of the application

(1) An application for a European patent shHll contain:
(a) a request for the grant of a Euronean natent;
(b) a description of the invention;
(c) one or more claims;
J(d) any drawings referred to in the description or the claims;
(e) an abstract.

(2) - deleted - LCf. Article G8, sub-paragraph (c)_7

(3) An application for a European patent shall be subject to the p~yment of the
filing fee prescribed by the Rules relating to Fees adopted pursuant to the Convention.
!~i~~[~~must be paid within one month after the filing date.

Note to Article 66:
This Article is to be re-examined in connection with Articles 77, 78, 79, 80, 122 and 137,particularly for the purpose of rationalising th~ procedure from the fIlIng of the
application to theiRsue of the report on the state of th~ art.
BR/GT 1/116 e/71 ght/Y:,UT1rlr
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Second Preliminary Draft

Article 68
Date of filine;

The date of filing of a EurOneFl.TIpatent application shall be the date on which it
satisfies the followinr; conditions:
(a) an indication is ~iven t~at the application is for a European patent, and at least

one Contracti.n~ St~te is desig~ated in accordAnce with Article 67, paragraph 1;
" ..

(b) :information has heen lSivenidentifyinr: the apnlicRnt;
(c) there Ar~, in one of the languRges referred to in Article 34, paragraphs 1 and "2,

a description and clai.ms,even though ~~~Ydo not comply with the other requirements
of this Convention.



0hairman's Proposal

Article 66
Requirements of the application

(1) +

(a) +

(b) +

(c) +

(d) +

(e) +

(2) - deleted - (cf. Arti~le 68, sub-paragraph (c))
(3) An application for a European patent shall be

sur..iectto the naymAnt of the .pi IhlP.' fee and the f.ee
for the reDot't on the !=:tateof tl1e' 8.!'t nrescr:i~ed--by
the Rules relatin~ to Fees adopted pursuant to this
ConventiOn. These fees must be paid within one month
after the fllinp;-date:-

(4) - delete - (cf. Artj.cle 79, p~ragraph 2, second
sentence).

Notes:
1. The amalgamation of the search fee

and the filing fee suggested by
the non-governmental international
organisations is not necessary .
for the purposes of rationalising
the procedure. It is sufficient
to provide that both fees are
payable within one month of the
date of filing.
A separate demand for the fees also
facilitates the procedure when the
application is divided because of
a lack of unity and the applicant
has already paid the search fee before
the division, and also whpn such a
second search fee is wrc:1g1y demanded
from th~ arplicant (cf. Pr0posals
for .Article '70, p8r8p;T'~Dh~;4 and 5
and for Article 81, paragraph 5).
The separation of the filjng and
search fees is, moreover, in line
with the principle laid down in the
procedure under the peT.

2. The content of what has hitherto been
paragraph 4 is not in itseif a
requirement of the application. It
is therefore proposed that the
definition of the significance of
the abstract be included in Article
79, which lays down that the Inter-
national Patent Institute will deter-
m; nCo I l. '"' r'l <:> f'; n; +; U~ t"' f'\n+~n+ C! f'\ f' +-h~



Cha.i.rmanI S Proposal

Article 68
Date of filing

+

(a) +

(b) +

(c) there are, in one of the languBEes referred to in Article 34,
paragraphs 1 an~ ?, a dese~i~tion, one or more claims and
Rny dr8.winp:sreferred to in the deseriptionor the claims,
even~though.-the~~=-do-cumen:t~sd.o.-noF-cornpiy--WIth the other
requtrements of this Conve~tiop.

J •.•••• A '.L IT1', '. 1__ 1 •...

I I

Note:The-proposed sub-paragraph (c)
contains 8 textual and a material
alterRtion.
The textual R.lteration ("ope or
more claimsll) hrings the text into
line with Artjcle 66, paragraph
1(c).
The material alteration concerns
the inclusion of the drAwings and
corresponds to the Swiss proposal
contained in BR/GT 1/97/71 of
6 January 1971. It is true that
the proposal was rejected by a
majorj ty at the 7th rneetin:gof
Working Party I, but this was only
because it would have meant, as
a result of paragraph 1 of Article
78, which has 8im e been deleted,
that the application would have .
had to have been refused on the
grounds of not oein~ filed in the
proper manner if the drRwin{2;swere
not filed at the same time as the
application (cf. BR/94/71 of
6 April 1971, point 17).

- 2 -
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ArttclA 68 ~0ntinued - c -

!,
~ -

_._--------_. __ ._----------------------_._----------
Chairman's Proposal

-_.---------_.- ------------------- ------_._._-_.------------------
The Swiss proposal has been reverted to
beriause it is assumed that the search
cannot take place until the date of filine
has been est8blished and that the examin-
ation for formal deficiencies and the
search will tAke place parallel to each
other, i.e. the examination for formal
deficiencies will be undertaken by the
European Patent Office at the same time
as the search is being undertaken by the
International Patent Institute. Thj.smeans
thAt the examination to ascertain whether
the a~nlic8tion contains drawings referred
to in the description or the claims and the
determination of the date of filing as a
result ofthjs examination must take place
before the beginning of the examination for
fomal deficiencies.
The proposAl for Article 68(c) and the
related proposal on the introduction of a
new Article 76a differ from the present
solution in that the date of filing, in
cases where the drawings are filed after the
application or where the reference to the
drawings is considered non-existent, will
only have to be established once. This
solution should harmonize with Article 14,
para~raph 2, of the peT.

BR/GT 1/116 e/71 ght/K>Vprk
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Second PreliminRry Draft
_.- -~._--_._ ...__ ._-_._---_ .•._----

J\rtir.le 69
Failure to pay the !!!!~g_f~£or to provide

A trnn s] fl t~.0n

;\n AL'Dlic<'it50nfor 1'3 European patent shall b~ deemed to be wi thrlr8wn:
(1'3) if thp fee nrov~~ed for in Article ~~, parAgraph 3, has not been naid within the

prescrited time limit, or
(b) i~ the tr~nslAtion of the npplication, in the cese provided for in Article 34, para-

graph 2, has not been. produced wi thin the ti.me Ii roit referred to i.nthRt '\rticIe.

'q'R/GT I/11F> e/71 ~ht/K~! /prk
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Chairman's Proposal

---------_._._--~_.-_._' ---' _._' ---~-_._------------_.._----------------
Art:!cle69

Failure to PAY the f~es required for the application
or to provide R translation

+

(9) if the ~ provided for in Artj_cle66, peragraph 3,
h8YA nat ~een nRi~ ~tthin the prescribed time limit,
or

(b) +

'RR/GT 1/116 e/'71 ~ht/Kr':'/I-'rk

Not~:Sub-pAragraph (8) hps been brou.ght
into line wi.th t~e n~op0sed alter-
ation of Arti.cle66, paragraph 3.
Account was taken of the Note to
Article 66.
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Second Preliminary Draft peT Regulations

Article 77, paragraph 1:
(1) The Examining Section shall examine the European

patent applicat10n-rn the-right of the provisions of
Articles 68 and 69.

BR/GT 1/116 e/71 lor/AV/gc

Rule 20.6
(a) The invitation to correct under

Article 11(2) shall specify the requirement
provided for under Article 11(1) which, in
the opinion of the receiving Office, has
not been fulfilled.

(b) The receiving Office shall promptly
mail the invitation to the applicant and
shall fix a time limit, reasonable under
.the circumstances of the case, for filing
the correction. The time limit shall be not;
less than 10 days, and shall not exceed 1
month, from the date of the invitation.
If such time limit expires after the
expiration of 1 year from the filing date o~
any application whose priority is claimed,
the receiving Office may call this cir-
cumstance to the attention of the applicant.

-2-



Chairman's Proposal

PART V
EXAMINATION, GRANT AND OPPOSITION

CHAPTER I
Procedure prior to the introduction of the request for examination

(1) The European Patent Office shall examine
the European patent application in the light of
the provisions of Articles 68 and 69.

76a new
European patent application

Notes:1. In this working document it is proposed that in
addition to the examination of the European
patent application in the light of Articles 68
and 69, a copy of the application documents
should be sent to the lIB; moreover, this
examination on filing should also include
examination as to whether the drawings referred
to in the description or the claims have been
submitted. In these circumstances it would
seem advantageous to combine the provisions of
the present Article 77, paragraph 1, and the
present Article 78, paragraph 7(b), to form a
new Article 76a, to be followed by the provision
on the transmittal of the application documents
to the lIB as the new Article 76b.
The proposed Article 76a has moreover been
aligned on Rules 20.,6 and 20.7 of the Regulation
under the PCT, in order to give the EPO the'
opportunity to reject the documents filed if,
in spite of the invitation, the requirements
laid down in Article 68 have not been satisfied
and the deficiency does not consist exc+usively
in a lack of drawings.

Article
Examination on filing of the

(2) If the examination referred to in para-
graph 1 reveals that the requirements laid down
in Article 68 are not satisfied, the European
Patent Office shall invite the applicant to
remedy the disclosednef~'~i.~Y'I"',i,<>s'Jdt-hjn A.

period of one month.'

-2-
BR/GT 1/116 e/71 ley/KfII/gc
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Secondary Preliminary Draft

Article 78, paragraph 7(b):
(b) If the examination provided for in Article 77,

paragraph 2(h), reveals that the drawings were not
filed, the Examining Section shall invite the applicant
to do so within a period of one month. If the
applicant files the drawings in due time, the applica-
tion shall be re-dated to the date on which they were
filed; otherwise the references to the drawings shall
be considered as cancelled.

BR/GT 1/116 e/71 ley/~~/gc

:::

peT Regulations

Rule 20.7
If the rece1V1ng Office does not, within

the prescribed time limit, receive a reply to
its invitation to correct, or if the correction
offered by the applicant still does not fulfil
the requirements provided for under Article 11(1),
it shall:

(1) promptly notify the applicant that his
application is not and will not be treated as
an international application and shall indicate
the reasons therefor.-



n..•....,..•.............- , •.... -
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Chairman's Proposal

(3) If the applicant files the drawings in reply
to the invitation referred to in paragraph 2, and if
the other requirements set out in Article 68 are ful-
filled before the drawings have been filed, the date
of filing shall be established as the date on which
the drawings are filed. If the applicant does not
file the drawings in due time,. the date on which the
other requirements set out in Article 68 are ful-
filled shall be deemed to be the date of filing, and
the references to the drawings shall be deemed to be
deleted.

(4) If on expiry of the period specified in
paragraph 2 the requirements laid down in Article 68
have not been met and the failure to file the
drawings is not the sole deficiency, the European
Patent Office shall inform the applicant that his
application will not be dealt with as a European
patent application.

BR/GT 1/116 e/71 ley/KM/gc

2. In the proposed Article 76a and subsequent
proposals the term "Examining Section" has
been replaced by litheEuropean Patent
Office", as, following the elimination of
the examination for obvious deficiencies,
it would appear questionable whether the
examination on filing should still be done
by the Examining Sections, which consist
of technically qualified examiners. It may
be useful to provide for a special department
for this purpose, whose duties would precede
those of the Examining Divisions in the pro-
cedure, and which would be responsible for
all work from the registration of the applica-
tion to its being laid open to public
inspection.

3. It should be examined whether the content of
the third sentence of Rule 20.6 (b) should be
included in the Imp. Reg.





Chairman's Proposal

Article 76b new
Transmittal of the application documents to

the International Patent Institute
The European Patent Office shall transmit a

.set of the documents making up the European
patent application to the International Patent
Institute at the Hague for the purpose of
drawing up the report on the state of the art,
as soon as
(a) the date of filing of the European patent

application has been established,
(b) the fees provided for in Article 66,

paragraph 3, have been paid,
(c) the abstract has been submitted, and
(d) in the case referred to in Article 34,

paragraph 2, the translation of the
patent application has been filed.

BR/GT 1/116 e/71 ley/KM/gc

Note:provision should be made in the Implementing
Regulations that the European Patent Office
is to inform the International Patent
Institute immediately of any lapse of the
application which occurs after transmittal
of the application documents.
German statistics show that only 1.7% of the
applications filed are rejected on the basis
of the examination for obvious deficiencies.
Working on the assumption that this percentage
may also be expected in the European patent
system, the notification referred to above
would not be necessary too often.



Second Preliminary Draft

Ar"liicle77
Examination of the European patent application

for formal and obvious deficiencies-----------
(1) The Examining Section shall examine the European patent application in the light of the

provisio~s of Articles 68 and 69.
(2) If a European application has been accorded a filing date, and is not deemed to be with-

drawn by virtue of Article 69, the ~x~i~~ng e.e_c1i212:shall examine:
(a) wh~~h~~~_£~_i!~_ng!g~~~_!h~_~y£j~£!=IDg!!~~_Qf_!h~_g~~l!£g!!Qll_!~_Q£Y!Qy~1~_nQ!_gg_!ny~n!!Qll~!hin_!hg_mggging_Qf_Ar!i£lg_2;
(b) ~h~!hg~_!h~_g~~liQg!iQn_i~_Q£YiQy~l~_nQ!_~g!~ll!g£l~_E~_Yir~Y~_Qf_Ar!!Q!~_lQ;
(c) wh~!h~~_]hg_inygn!!Qn_i~_QQYiQY~l~_nQ!_~Y~Q~~!!£l~_Q!_!ngy~!r!gl_g~~1!£g!!2n_~!!h!ll_!h~_~ggn!ggQf_A~!iQ~!:.~Ll.4;
(d) ~h~~h~~_~b~_a~nliQa!!Qn_i~_QgyiQy~l~_nQ!_QQn!~~~_!Q_Ar!!Ql~~_IQ_ggg_11;
(e) whether the application satisfies the requirements regarding fo.•..yp J!?_~_d dow"" :i 11 the TT'"!nll3rT1pnti T"!P"

Regulations to this Convention and ~hethe£ the £ontents_of 1he £e~cEiE"liion,_claims -anQ drgwings
~~ £bvi£u~l~ ~o1 £o~t£ary_t£ 1h~ £ele~~t-p£o~i~iQn~ Qf_the_I~ple~eating RegulatiQ~;

(f) wheLhe~~_in_Lhe_case_a£_an_applicatiaD-£o~_a-patenL_a£_addiLia~_the_subjecL_of_Lhat_application
is_QbyiQu~l~_nQ~_an_im~rQy~m~n~~_d~y~lQ~m~n~_Qr_~y~~l~m~n~ing_wi~bin_~h~_m~aning_Qf_Ar~iQl~._?~,
tlarag;r,mh_l ;

(g) whether the inventor has been identified pursuant to Article 69a;
(h) ~h£~h£E_~h~_~EE1!£~!!2g_22~E1!~~_~~h_~h£_E£g~!E~~£g!~_2!_~!!21£_22~_E~~B!~Eh_l_i~1;
(i)!!'E~~E~!_~E~_~EE!!~~~~~!:_~~~E!~~~_!!'.!~~_~~!:_E!:g~~E~~~!:~E_~!_~E~~E~~_~~.!_E~E~~~E.!:_2_1.:1.
Note to Article 77=
See note to Article 66.
BR/GT 1/116 e/71 ley/ma/gC



Chairman's Proposal

Article 77
Examination of the European patent application

for formal deficiencies

_ deleted - (see Article 76a, paragraph 1)

+ ••• the European Patent Office shall examine:

- deleted -

- deleted -
- deleted -

- deleted -
(a) whether the application satisfies the requirements regarding form

laid down in this Convention and the Implementing Regulations thereto, and

deleted

Note:-(a) to (d)t the second
h,ql f of (e) and (f) are
deleted, as they refer
to the examination fo~"
obvious deficiencies.

.~'...•.
The pre sent ':(i) ma;y be"
included in the (a) now
proposed.

(b) +

deleted
- deleted -

(see Artiole 68(c) and Article 76a, paragraph 1)
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Secondary Preliminary Draft

Article 78
Notification and refusal of the application

(1) - deleted - (Cf o' Article 77, paragraph 2).

(2) If the examination provided for in Article 77, E~!a~Eal?~ ~i~l_~.~L.i!l_~g_.il:.2reveals that
the application for a Europewl patent or the invention to WElCh II relates does not meet the
requirements to be -1;a1ceninto consideral;Ion-in.-:CE.Is-exaiiiliiatlon~-tlie-ExamIningSection shall inform
the applicant-accoralngIy-ana-InvI~e-liim-~o-maKe-ooservatlons-or-to-remedY-the-dIsclosed deficiencies
within a period to be fixed by the section:--Tlie-descrlptloii~-claims and drawings may be amended
only to an extent sufficient to remeay-~lie disclosed deficiencies in accordance with the observations
of the ~~~~~~~~_~;:~~!~~o

(3) If the Examining Section firlds that the invention is obviously not new, i~ may inform the
applicant accordingly.o

. . ,
. (4) !!~~~_~!piEl_£!_~~~E~r~0~~r~!~EE~~_~2_ig_Eg£gg~gEh_g~_1~_9£~~grB_~~~~_~h~_1ny~ntiQn_Q~~~h~application Ior a EUropean patent TalIs to meet the requirements referred to ln that Earagra~h~ the~!~!~!~~=~~~!!~~-slialI-reIuse-~lie-appllca~Ion:----------------------------------------- -- - -----

(5) - deleted - (Cf.-Article 139) 0

(6) If the-examination provided for in Article 77, EgEggEg£h_~igl, reveals that the inyentor has
not been identified, the Examining_2~£~iQg shall invite the applicant to do SOo If the inventor has
not been identified before-the-end of the 16th month after the priority date, the .designation of any
Contracting State requiring such identification in respect of national applications shall oe deemed
to be withdrawn.

(7) (a) If the examination provided for in Article 77, paragraph 2 (h), reveals that the drawings
were filed iater than the filing date of the application, the application shall be re-dated to the
date on which the drawings were filed.'
13R/GT 1/116 e/71 ley/IG.1jgc --2 -



Chairman's Proposal

2. In the present paragraph 6 the priori~~
date is quoted as the beginning of th~
16-month period. In the neW paragrap~
2, in accordance with practice else-~'
where in the Convention (cf. Article 6~
paragraph 5), the filing date is quote(
in addition to the priority date. It
should be examined whether the case of
more than one priority being claimed
should also be taken into consideratio]
here, i."e.'whether the date of the
earliest priority should also be quotel
(cf. the first sentence of 'Article 85,:'
paragraph 1).' .

Article 78
Notification and refusal of the application

Notes:
1. The present paragraph 3 is deleted

following the elimination of the
examination for obvious deficiencies.

- deleted -
(1) If the examination provided for in Article 77,

sub-paragraph (a) reveals that the application for a
European patent ~oes not meet the requirements regarding
form laid down in this Convention and the Implementing
Re lations thereto the Euro ean Patent Office shall
inform the app ~can according y an inv~te him to remedy
the disclosed deficiencies within a period to be fixed by
the European Patent Office. The description, claims and
drawings may be amended only to an extent sufficient to
remedy the disclosed deficiencies in accordance with the
observations of the European Patent Office. If the
deficiencies are not. remedied in due time, the European
Patent Office shall refuse the application.

- deleted -
_ deleted - (see third sentence of paragraph 1)
_ deleted - (Cf.'Article 139)
(2) If the examination provided for in Article 77,

sub-paragraph (b), reveals that the inventor has not been
identified, the European Patent Office shall invite the
applicant to do so. If the inventor has not been identi-
fied before the end of the 16th month after the filing
date or, if a priority has been claimed, after the priority
date, the designation of any Contracting state requiring
such identification in respect of national applications
shall be deemed to be withdrawn.

_ deleted- (s~e Articlei -28(~))'
BR/GT 1/116 e/71 ley/ID~/gc



Article 78 continued
Ii::
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Secondary Preliminary Draft

(7) (b) If the examination provided for in Article 77, paragraph 2(h), reveals that the
drawings were not filed, the Examining Section shall invite. the applicant to do so within a
period of one month.- If the applicant files the drawings in due time, the application shall
bere-dated to the date on which they were filed; otherwise the references to the drawings
shall be considered as cancelled.

Note to Article 78:
See note to Article 66~

BR/GT 1/116 e/71 ley/KM/gc



Chairman's Proposal

_ deleted - (see Article 76a, paragraph 2).
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Second Preliminary Draft

Article 79
Q~t_ai~igg of the report on the state

of the art
(1) If the examination reveals that the applica-

tion for a European patent and the invention to which
it relates meet the requirements to be taken into
consideration in the examination, the Examining Section
shall request the applicant to pay, within a period of
one month, the fee for obtaining a report on the state
of the art as prescribed by the Rules relating to Fees
adopted pursuant to this Convention.-

(2) If the fee is not paid in due time, the applica-
tion for a Europewl patent shall be deemed to be with-
drawn.-

(3) On the date of payment of the fee or, if the
latter has already been paid, on concluding the
examination, the Examining Section shall request the
International Patent Institute at the Hague to supply-
a report on the state of the art and shall transmit to
it the documents of the application for the European
patent. The rInternational Patent Institute at the Hague
shall also determine the definitive contents of the
abstract.

(4) The report on the state of the art shall be
drawn up on the basis of the claims, with due regard to
the description and the drawings, if any.'

(4a) The report on the state of-the art and the
definitive contents of the abstract shall be transmitted

. , ----------

BR/GT 1/116 e/71 wlt/KM/ gc
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PCT
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Chairman's Proposal

.. - _._--_ ..__ ...-.--_ .._._---

! .•

_._._--------_ .._..:-__ ._---------------------------------~-----------
Article 79

Drawin~ uQ of the report on the
state of the art

_ deleted - (see Rrticle 66, parRgraph 3)

.,
'<../

_ deleted - (see Artjcle 69, sub-paragraph a)

_ deleted _ (see Article 76b and pRragraph 2, fj.rstsentence, of the Article below)

(1) The International Patent Institute at the Hague shall
draw up the report on the state of the art .on the basis of the
claims, with due regard to the description and the drawings,
if any, i~the form prescribed in the ImI?lem~nting RegulRti.ons
to this Uonvention. .

(2) At the sa~e ti~~_dr2wi~~~~D._~.~eport on the ~tat~
of tpe,art theIn~e~n8t?onal Pat8nt Institute shall undertake_~
provIsIonal classlflc~ltlon of tP.~ Eurqpea~.~eI!~3pDI.i2ation
BR/GT T/116 e/?1 aut/Kr~/prk
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Article 79, conti-tiued

Second Preliminary'Draft

to the European ~tent Office within the time
limit and in,the form nrescribed in the
Implementing RegulatiOMto this Convention.

- 2 -

POT

Article 17
Procedure before the International

Searching Authority
(2)(a) If the International Searching Authorityconsiders

(ii) that the description, the claims, or the
drawinzs, fail to comply with the p~escribed
requirements to such an extent that a
meaningful search could not be carried out
the said Authority shall so declare and shall
notify the apnlicent and the International
Bureau that ~o international search report
will be established.
(b) If any of the situations referred to in

sub-par.agraph (a) is found to exist in connection
with certain claims only, the international
search report shall so indicate in respect of
such claims, whereas, for the other claims, the
said report shall be established as provided inArticle 18.

.~

BR/GT 1/116 e/71 aut/KH/prk .
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Article 79 continued - 2 -

Chairman's Proposal

: ..

in accordance with the patent classification used by the
European Patent Office and shall determine the definitive
contents of the abstract. The provisional classification
and .the abstract shall merely serve for organisational
purposes and for use as technical information; they may
not be taken into account for any other purpose, in
particular not for the purpose of interpreting the
scope of the protection sought.

(3) If the International Patent Institute
considers that the description, the claims an~ the
drawings, if any, fail to comply with the requirements
of this Convention and the Implementing Regulations
thereto to such an extent that meaningful enquiries
into the state of the art could not be carried out,
the International Patent Institute shall so declare.
If it is established in respect of certain claims
only that meanin~ful enquiries into the state of the
art cannot be carried out, the report on the state
of the art shall so indicate in respect of such claims
only, whereas, for the other claims a report on the
state of the art shall be drawn up as provided in
paragraph 1.

BR/GT 1/116 e/71 aut/~~/prk

Notes:1. Cf. present Article 66, paragraph 4

2. Paragraph 3 is based on PCT Article 17,
paragraph 2(a)(i1) and (b).
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Article 79 continued

Second Preliminary Draft

- 3 - Article 17 continued

PCT. '

(5) If an additional report on the state
of the art becomes necessary, by reason of
lack of unity of the invention, the Examining
Section shall invite the applicant, at his
option, within a period of one month, either
to restrict the application to one invention
or to pay the additional fee prescribed by
the Rules relating to Fees adopted pursuant
to this Convention.

(6) If the applicant does not restrict
the application to one invention only or the
fee provided for in paragraph 5 is not paid
in due time, the part of the application
which is not covered by the search report
shall be deemed to be withdrawn.

(7)Any fee which has been paid under
paragraph 2 shall be refunded if, during the
examination under Article 93, the applicant
requests a refund and the Examining
Division finds that the invitation referred
to in the said paragraph was-not- justified.
Note to ftrticle 79, paragraph 1:
When the examination referred to in the
note to Article 66 is undertaken" the
Question.of disoensing with the fee referredyo 1.0tn1~ paragrapn and.replacing it by an1ncrease 1n the filing fee.
'An /~rr T111r; A 171 R 11t /KM /nT'k

(3)(a) If the International Searching
Authority considers that the international
application does not comply with the require-
ment of unity of invention as set forth in the
Regulations, it shall invite the applicant to
pay additional fees. The International .
Searching Authority shall establish the inter-
national search report on those parts of the
international application which relate to till
invention first mentioned in the claims ("main
invention") and, provided the required addi-
tional fees have been paid within the prescribed
time limit, on those parts of the international
application which relate to inventions in
respect of which the said fees were paid.

'j

",



Artlc~e J~ con~JUU~U

Chairman's Pronosal

Remarks:n"')P'8ragraph 4 is hased on FeT
Article 17, paragrAph 3(a).

(2) It should be examined whether
there should not be provision
in the Implementing Regulations
for the Eurouean Patent Office
to inform th~ International
PAtent Institute of the payment
of additi,onal seRrch fees.

(4) If the International Patent Institute considers
that the European patent aT-lT'li~ationfails to comply with
the requirement of tlr>ityof invAntion as nrescriberi in this
Conv~~tion and the It!'pleme~t1nL RegulAtions thereto, th~
Interrational Patent Institute shall draw up the report on
the stAte of the art on those parts of the European patent
anpl i.CRtion which relate to the invention first mentioned
in the claims; it shall notify the anplicant that for the
other inventions included in the application one or possibly
more reports on the state of the art will only be drawn up,
if the corrAspondin~~ fee for the report on the stnte of the
art is paid within a period of one month. The International
Patent Insti tute sh,311 transmit to the EuropefJn Pfltent
Office A copy of th~ neti ficRtion to the appli cant. °Vhen
it is establi shed thAt the PR:yrmenthriS been made, the
Internati onal P[lte~t rn~ti tute ShA.'] dr8.w up a report on the'
state of the art for ttose narts of the Europe8r patent
8:)"[11icnti on 'l\Ibichrelate to inventi OTlS in respel?t of which
the fees referred to wer~ paid.

---------------------_._--------_ .._----------------------------

- deleted -

(5) Any fee whir.h hgs been r3id under parA~rqrh 4
shall be refunded if, during the exa.T'JinBtionunder
Article 93, the auplicnnt requests e r~fund and the
Exaf!"!iningDivislon finds that the notificRtion referred
to in the said nara~raph was not justlfi.ed.

(3) The question should also be exami.ned,
whether the fee for the report on
the state of the '3rt should be
refunded, if the ~nplication is
refused, ei.ther
(a) before the rerort on the st'3te

of the art is drawn up, or
(b)

"For the
the POT

after the report on t~e stateo the art bt:lsbeen drawn up,
but prior to publicRtion.
refund of the search fee under
procedure cf. Rule 15.~.

BR/G'1' 1/116 e/71 'l0ot/KJv'/urk
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Second Preliminary Draft

Article 79, naragranh 4a

(4a) The repo~t on the state of th~ a~t and the definitive contents of the abstract
shall be transmitted ~o the European Patent Office within the time limit ... prescribed in
the Implementin~ Regulations to this Convention.

Article 80
Transmission of the report on the state of the art

On receipt of the report on the state of the art, the European Patent Office shall
transmit it to the applicant.

BR/GT I!116 e/71 aut/KM/prk
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Chairman's Proposal

Article 80
Transmission of the report on the state of the a~t

and the abstract

. I

"

The International Patent Institute at the Hague
shall transmit within the time limit prescribed in the
Implementing Regulations to this Convention:
(a) to the European Patent Office) the report on the

state of the art and the definitive contents of
the abstract or the declaration thar. a reuort
cannot bp. drawn up) . -

(b) to the applicant, a further copy of the report on
the state of th8 art and of the definitive contents
of the abstract or a copy of the declaration that
.a report cannot be diawn up •

BR/GT I/116 e/71 autjKM/prk

Note:
Re. Article 79, No.2 of the
Implementing Regulations needs to re
extended to include the declara~
tion that a report cannot be drawn
up and also to include the trans-
mission of the report or the
declaration to the applicant.
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Second Preliminary Draft

Article 81
Division of the European patent application before filing a

request for examination
(1) Before filing a request for examination, an applicant may divide his application

for a European patent 'by limiting it and by filing divisional applications in respect of the
inventions thus excluded from the application, in the following ciFcumstances:
(a) in response to the !n~!~~i9n referred to in !E~!£!~_2~~_E~E~6E~E~_g~_~EArticle 79,

paragraph 2;
(b) at any time after he has received the report on the state of the art.

(2) The limitation must be effected by an amendment to the claims pursuant to
Article 83, paragraph 1, or by a notice of abandonment of a part of the description or the
drawings. This notice may include a proposal to insert a cross-reference to a divisional
application filed in respect of the subject-matter contained in the abandoned part.

(3) The amended application instead of the"original application shall determine the
protection sought, in so far as its subject-matter does not extend beyond what was disclosed
in the original application.

(4) Divisional applications shall be deemed to be filed on the date of the origiRal
application, and shall have the benefit of a~ right to priority, in so far as their
subject-matter does not extend beyond what was disclosed in the original application,
provided that.the divisional applications have been filed within a period of two months after
the limitation referred to in paragraph 1.

(5) Thef!!!n~_fe; referred to in Article 66, paragraph 3, must be paid in respect
of each divisional appI1cat10n within a period of one month after the filing thereof.

BR/~rr T/11'; ~ /'71 .Imt /Kl'vT /nT'k"
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Chairman's Proposal

Article 81
Dtvision of the European patent application before filing a

request for examination

I
I

(1) Before filing a request for exaluinaticn, an
applicant may divide his application for a European patent
by limiting it and by filing divisional applications in
respect of the inventions thus excluded from the application,
in the following circumstances: .
(a) in response to a notification referred to in Article 79,

paragraph :t-,
(b) at any time after he has received the report on the

state of the art.
(2) +

(3) +

(4) +

(5) The fees referred to in Article 66,
paragraph 3, must be paid in respect of each divisional
application within a period of ope month after the
filing thereof. However, the fee for the report on
the state of the art shall no longer be paid, if it
hAS already been paid for the subject-matter of the
application pursuant to Article 79, paragraph 4.

BR/GT I/116 e/71. aut/K:r~1/prk-

Note:
The invitation referred to in
Article 78, paragraph 2 (now
paragraph 1) has been deleted
from paragraph 1(a), since
according to this working docu-
ment such an invitation shOuld
only ensue as a result of formal
deficiencies in the application.
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Second PreJiminary Draft

Article 85, paragraph 1
Publicatlon of a European patent application

(1) European patent applications shall be published as soon as possible after the
expiry of a period of 18 months from the date of filing of the patent application or, if a
priority has been claimed, as from the date or earliest date of priority. Nevertheless, at
the request of the applicant the application may be published before the expiry of the period
referred to above. The publication shall contain the description, the claims and any drawings
and, in the annex, the report on the state of the art, in so-far as the latter is available
oefore the termination of the technical preparations for publication. If the report on the
state of the art has not been published at the same time as the application, it shall be
published separately.

BR/GT 1/116 e/71 aut/K~Vprk
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Chairman's Proposal

AT'ti~le 8S, paragraph 1

publication of a European patent application

(1) 8uropean patent apDli~atjons shall "he published
as son~ as posslhle after the expiry of a period of 18 months
from the date of filing of the patent application or, if a
priority has been claimed, as from the date or earliest date
of priority. Nevertheless, at the request of the apnlicrmt
the application mAY be published before the expiry of the
period referred to above. The puhlication shall contain the
description, the claims and any drawings; it will include in
afl annex the report on the state of the art, in so far as the
latter is available before the terminRtion of the technical
preparati.ons for publication, or the dec 1. aration referred to in
Article 79, paragraph.-2. If thereport on the stRte of the
art has not been pnhli.shed at the same t~me as the anpli-
cation, it shall be puhlished separRtely. .

RR/I}T 1/116 e/71 aut/Kf'I./prk
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---------------_._---------------------------_._-------------
Chairman's Pronosa1

--------------- -_._--_._--- ------_._._---------_. __ .__._----------
Ar.ti~le 160a new

~on-anDli~ation of Arti~le 122 durin~ a transitional period

(1) Article 122 shall not he anplicable durin~
a trartsitional l)eriod.~the end of which shall be
determined by the ~\dmlni stratj va Counc"il.

(~) The ldmin~strative Council may decide
during the transitionnl npriod thHt the interY)FltionaJ
search renorts of cert8~p Intern~tj.onAl Searchin:
'~lltho:r;::i~s sha'.l tAkt? t~p. nInce of the rp-port on
the stBte or the art for All or ~ertRin areRS of
technology.

BR/GT 1/116 e/71 But/K~/prk

l'Totp:
i~i{cle 122 should be retained on the
p-rounds of the Netherlands delegation's
Note on combining the filing and search
fees (BR/GT 1/104/71 of 15 January 1971).
The reservat; ons .of the non-governmental
international of~AniB8tions over the
procedure lA-id down in Article 122 (see
recommAndetions of l~orking Party I on
Articl~ 12? - BR/100/71 of 24 March 1971)
shoul~ be met only to the extent that the
international search report should only
takp the pJace of the report on the state
of the art, if there is B guarantee that
th,.,GOntAnt~ pre ennivRle"t.
It is impossible tc stste CAtegorically
~t this stAge how far thi.s will 3ctuqlly
be t~e CRse in respect of the inter-
n8tionel search renorts which are not
dra~~ up by the Intern~tional Patent
Institute.

- 2 -





Article 1608, new, continued - 2 -

--------------------- ---_._-----_._--------------_._------
Chairman's Pro'{)osal

Therefore, it is considered necessary to
introduce e provision to the effect that
Article 122 shall not apply in principle
during a transitional pe~iod, but that
within this period the Administrative Council
may decide that the search repor.ts of certain
Interr1ational Searc~jng Authorities are to
take the place of the report on the state of
the art far ell or certain areas of technolo~.
Moreover, the proposed solution would appear
to follow the SRIDe pattern as that apparently
proposed by the interested circles in the USA
for implement~tion of the POT by the
American Pa,tent Office.

BR/GT 1/116 e/71 ant/KIV'/prk
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